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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Bob Stupak, a United States citizen, has filed

applications to register the mark "WHEEL OF M SFORTUNE" f or
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"el ectronic gam ng machines"! in International Class 9 and
"di sposabl e printed scratch-off, tear-off and pull tab tickets
for playing games of chance"? in International Class 28.

Regi stration has been opposed by Califon
Productions, Inc. on the ground that, as set forth in the
noti ces of opposition respectively filed in connection with
t hese consol i dated proceedings,® applicant's mark "so
resenbl es Opposer's [previously used and registered] mark
VWHEEL OF FORTUNE as to be |ikely, when used in connection with
the Applicant's goods, to cause confusion, or to cause m stake
or to deceive." In particular, opposer alleges anpbng ot her
things that for many years, opposer and "its predecessors in
i nterest and/ or rel ated conmpani es have been engaged in the
busi ness of producing, distributing and |icensing audi ovi sual
entertai nment properties in various nedia, including
tel evision prograns"; that as early as January 6, 1975,
opposer's "predecessor began using the WHEEL OF FORTUNE mar k
in the United States in connection with the nost popul ar gane
show in the history of television and the highest rated series

ever in national syndication"; that "[t] he WHEEL OF FORTUNE

1 Ser. No. 75499364, filed on June 11, 1998, which is based on an
al l egation of a bona fide intention to use such mark in comerce.

2 Ser. No. 75499363, filed on June 11, 1998, which is based on an

al l egation of a bona fide intention to use such mark in conmerce.

3 Pursuant to a consented notion therefor, proceedings herein were
consolidated by the Board in an order dated February 1, 2001.
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series has been and is viewed nationwi de by tens of mllions
of U S. consuners and has been and is extensively advertised
and pronoted"; and that "[f]Jurther increasing the w despread
recognition and fame of the WHEEL OF FORTUNE mar k, Opposer and
Opposer's predecessor have licensed it for use on and in
connection with a wide variety of products including, but not
limted to, slot machines in operation in Las Vegas and ot her
| ocations.™

I n addition, opposer alleges that "[a]s a result of
the foregoing efforts, by Opposer and Opposer's predecessors
and rel ated conpani es, Opposer has achieved a goodw || of
i ncal cul able value in the WHEEL OF FORTUNE mar k whi ch is
excl usively associ ated with Opposer and the WHEEL OF FORTUNE
gane show'; that opposer is the owner of registrations for the
"WHEEL OF FORTUNE" mark for, inter alia, the follow ng goods
and services:* "board ganmes";® "entertai nnent services

rendered through the nmedia of television, nanely, a television

4 Al t hough opposer al so pl eaded ownership of two additiona
registrations for such mark, because it offered no proof with respect
thereto, those registrations will not be given further consideration.

® Reg. No. 1,149,261, issued on June 7, 1988, which sets forth a date
of first use anywhere of January 1985 and a date of first use in
commerce of June 25, 1985; conbined affidavit 888 and 15.
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series game show';® and "conputer game prograns";’ that such
registrations "are all valid, subsisting, [and] in full force
and effect"; and that "the goods for which Applicant seeks
registration of the mark WHEEL OF M SFORTUNE wi | | be offered

t hrough the sane channels of distribution and/or to the sane
cl asses of purchasers as the goods and services offered ... by
Opposer under the mark WHEEL OF FORTUNE. "

Opposer also alleges, as a second ground for its
oppositions, that its "WHEEL OF FORTUNE nmark is distinctive
and famous and has enjoyed such distinctiveness and fanme since
long prior to the filing date of Applicant's application[s]
for the WHEEL OF M SFORTUNE mar k"; and that "the use and/or
registration of the WHEEL OF M SFORTUNE nmark [by Applicant]
wll dilute the distinctiveness of Opposer's famus WHEEL OF

FORTUNE mark. "8

® Reg. No. 1,149,571, issued on June 7, 1988, which sets forth a date
of first use anywhere of June 1974 and a date of first use in
comerce of January 6, 1975; conbined affidavit 888 and 15.

" Reg. No. 1,542,716, issued on June 6, 1989, which sets forth a date
of first use anywhere and in commerce of April 29, 1988; conbi ned
affidavit 888 and 15.

8 Wil e opposer further alleges that applicant's use of his mark is
likely "to fal sely suggest a connection with opposer," such

all egation appears to pertain to its contention that there is a

i kel i hood of confusion rather than to an attenpt to plead, as a
third ground for opposition, that applicant's mark consists of or
conprises matter which may fal sely suggest a connection wi th opposer
wi thin the meaning of Section 2(a) of the Trademark Act, particularly
si nce opposer offered no evidence at trial or argunent in its briefs
in support of a putative third ground for opposition. Fed. R Cv.

P. 8(f).
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Applicant, in its answers, has denied the salient
al l egations of the notices of opposition. Briefs have been
filed, but neither party requested an oral hearing.

The record includes the pleadings; the file of each
of the opposed applications; and, as part of opposer's case-
in-chief, the declaration, with exhibits, of G egory K. Boone,
opposer's executive vice president and assistant secretary,

whi ch opposer filed pursuant to a stipulation by the parties.?®

® Such stipulation recites that the parties agree, "pursuant to

[ Trademark] Rule 2.123(b) ..., that the testinony of the parties in
this proceeding will be submitted in the formof affidavits or
declarations ... which are stipulated to be as the affiant or

decl arant woul d have testified by testinonial deposition” and
provides that the parties "reserve their rights to nake objections to
any testinony submitted in this proceeding as to rel evancy,
conpetency or other proper ground for objection."™ Although
applicant, in accordance therewith, has objected in his brief to
certain statenments in M. Boone's testinony on the ground that, under
Fed. R Evid. 701 and 702, the statenents constitute "inadm ssible
opinion testinony of a lay witness or an opinion by a |lay w tness who
has not been qualified by his know edge, expertise, skill,

experience, training or education," the objection is overrul ed

i nasnmuch as it is obvious that the witness was not testifying as an
expert on the matters on which he expressed his opinions as to the

i ssues of |ikelihood of confusion and dilution. Nonetheless, it is
well settled that the opinions expressed by a witness (whether that

of a layperson or an expert) on such issues are not controlling or

bi nding on the Board. See, e.g., Jones & Laughlin Steel Corp. v.
Jones Engi neering Co., 292 F.2d 294, 130 USPQ 99, 100 (CCPA 1961);
and Quaker QCats Co. v. St. Joe Processing Co., Inc., 232 F.2d 653,
109 USPQ 390, 391 (CCPA 1956). |In particular, the Board has stated
that it is "the long-held view that the opinions of witnesses ... are
entitled to little if any weight and should not be substituted for
the opinion of the tribunal charged with the responsibility for the
ul timate opinion on the question” of |ikelihood of confusion, Mennon
Co. v. Yamanouchi Pharmaceutical Co., Ltd., 203 USPQ 302, 305 (TTAB
1979), and the sanme is |ikewi se the case with respect to deciding the
guestion of dilution.
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The rest of opposer's case-in-chief consists of a notice of
reliance upon certified copies of various registrations for
its "WHEEL OF FORTUNE" mark, ' including registrations thereof
for both "slot machines"! and "pronmoting the sale of the goods
and services of others through the distribution of printed

mat eri al s and advertising designed for pronotional contests,"?'?
as well as for those goods and services specifically nentioned
previously.® Applicant's case-in-chief consists of his notice
of reliance on copies of five third-party registrations, an

excerpt froma printed publication and printouts of two

10 Al t hough such notice additionally contains a certified copy of a
regi strati on owned by opposer for the mark "WHEEL OF FORTUNE 2000"
for "entertainment services in the nature of a television game show, "
no further consideration need be given thereto inasnuch as it is
clear that, for purposes of |ikelihood of confusion, it is the mark
"WHEEL OF FORTUNE" for "entertai nment services rendered through the
medi a of television, nanmely, a television series gane show' which is
closer to applicant's mark in ternms of sound, appearance, connotation
and overall commercial inpression.

1 Reg. No. 2,228,652, issued on March 2, 1999, which sets forth a
date of first use anywhere and in conmerce of Decenber 10, 1996.

12 Reg. No. 950,508, issued on January 9, 1973, which sets forth a
date of first use anywhere and in conmerce of April 1969; second
renewal .

B3 1n view of the fact that applicant, in his brief, states that he
"agrees with and repeats the Qpposer's recitation of the Record" as
including its notice of reliance on, inter alia, "Reg. No. 2,228, 652
for WHEEL OF FORTUNE for 'slot machines'" and "Reg. No. 950,508 for
WHEEL OF FORTUNE for "pronoting the sale of the goods and services of
others through the distribution of printed materials and adverti sing
desi gned for pronotional contests,'"” the pleadings are hereby deened
to be anended, pursuant to the express consent of the parties, to
conformto such evidence. Fed. R Cv. P. 15(b).
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website pages.* Applicant did not take testinony of any kind
or subnmit any additional evidence,! and opposer did not offer
any rebuttal evidence.

Turning first to the ground of priority of use and
i kel'i hood of confusion, priority of use is not in issue in
this proceeding with respect to opposer’'s "WHEEL OF FORTUNE"
mark for the goods and services which have been specifically
set forth above and are the subjects of five of its pl eaded
registrations since those registrations have been established
by its notice of reliance to be subsisting and owned by
opposer. See King Candy Co. v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974). Accordingly,
the focus of our determ nation is on the issue of whether

applicant's "WHEEL OF M SFORTUNE" mark, when used in

Y Odinarily, printouts of website pages are not proper subject
matter for a notice of reliance. See, e.g., Mchael S Sachs Inc. v.
Cordon Art B.V., 56 USPQ2d 1132, 1134 (TTAB 2000) [inasmuch as a
printout retrieved fromthe Internet does not qualify as a printed
publication under Trademark Rule 2.122(e), its "introduction ... by
way of a notice of reliance is inproper"]; and Raccioppi v. Apogee
Inc., 47 USPQ2d 1368, 1370 (TTAB 1998) ["[t]he el ement of self-

aut hentication which is essential to qualification under [TrademarKk]
Rul e 2.122(e) cannot be presuned to be capable of being satisfied by
Internet printouts”"]. However, because opposer specifically
indicates in its main brief that it regards such printouts as forn ng
part of the record, such evidence is deened to be stipulated into the
record pursuant to Trademark Rule 2.123(b).

15 \Wile opposer, inits reply brief, has objected "to the

i ntroduction of Nevada Statute 8463.0152" as additional evidence
which is referred to by applicant in his brief, the objection is
overrul ed since such statute is properly the subject of judicia
notice. Fed. R Evid. 201.
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connection with the goods set forth in his applications, so
resenbl es opposer's "WHEEL OF FORTUNE" mark for one or nore of
its various goods and services as to be |likely to cause
confusion, m stake or deception as to source or sponsorship.
The record reveals that, according to the
decl aration of M. Boone and exhibits thereto, opposer is the
copyright proprietor of the "WHEEL OF FORTUNE" tel evision game
show and the owner of the "WHEEL OF FORTUNE" mark. Such show
was created by Merv Griffin in the md-1970's, based | oosely
on the parlor game Hangman. The "col orful |ogo, ganme play,
and other distinctive features of the show have becone easily
recogni zed by the public as parts of the highest-rated ganme
show in the history of Anerican television." (Boone dec. at
13.) In its 28th season on the air (as of the Novenber 26,
2002 date of M. Boone's declaration), "WHEEL OF FORTUNE has
been recogni zed as 'one of the nobst popul ar game shows in

tel evision history, according to an excerpt from Ryan &

Wost bock, Encycl opedia of TV Gane Shows at 250 (3rd ed. 1999).

(Ld. at T4; Opposer's Ex. A.) In particular, M. Boone
decl ared that:

| ndeed, since its first-run syndication

[ 'aunch in the 1983-1984 tel evision season,
WHEEL OF FORTUNE® has enjoyed the highest
audi ence ratings of any syndicated

tel evision show according to the ratings of
services Arbitron and A.C. Ni el sen Conpany.
An estimated thirty-six mllion people

wat ch the program weekly in the U S. where
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it is available in nore than 99% of the

country. So phenonenal has been the show s

success that it is renewed through the

2004/ 2005 broadcast season in over 99% of

the country, including all of the top 10

mar ket s.

(Boone dec. at 14.)

Opposer's "WHEEL OF FORTUNE" tel evision gane show
has received 43 Enmy award nom nati ons and has won five Emy
awar ds, including awards for Best Direction in 1985 and 1996.
Such show "was chosen (al ong with JEOPARDY!®) as an O fici al
Ganme Show of the 1996 Atlanta O ynpic Summer Ganes, the first
time in history a tel evision gane show obtai ned an offici al
O ynpi c designation.” (ld. at §5.) "The virtually
unparal | el ed success of WHEEL OF FORTUNE® has lead [sic] to
many |icensing opportunities"” for opposer, with the "WHEEL OF
FORTUNE" mark being licensed (as of November 26, 2002) "for a
w de variety of products including slot machi nes, conputer
ganes, hand hel d el ectroni c ganes, board ganmes, internet
ganes, and state lottery games in eleven states.” (lLd. at
16.) Retail sales of such licensed products "anmount to
mllions of dollars annually, and have produced revenues
unequal | ed by any other gane show " (1d.)

Anong the nobst successful of opposer's |icensed
products "have been the WHEEL OF FORTUNE® sl ot machi nes, which

have been marketed since 1996." (lLd. at 17.) |In this regard,

M . Boone specifically noted that:
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VWHEEL OF FORTUNE® sl ot machi ne are
currently in operation at casinos and ot her
gam ng establishnments in Nevada, New
Jersey, M ssissippi, Mssouri, Louisiana,

| owa, Indiana, Illinois, M chigan,

Col orado, Rhode Island, and New Mexico, as
wel |l as on cruise ships operating out of
Florida. Wheel of Fortune is also in the
foll owing states operating as Native
American Gam ng: Arizona, California,
Connecticut, |owa, Kansas, Louisiana,

M chi gan, M nnesota, M ssissippi, New

Mexi co, North Dakota, Oregon, South Dakot a,
Washi ngton, and Wsconsin. All of these
machi nes prom nently feature the WHEEL OF
FORTUNE® trademark, which is registered for
"sl ot machines" ... by Registration No.
2,228, 652.

(ILd.) Furthernore, according to M. Boone's testinony:

The WHEEL OF FORTUNE® sl ot machi nes
have achi eved virtually unprecedented
mar ket penetration since their
i ntroduction. According to public data
collected by IGT, the | eading supplier in
the world to the casino industry, and
[ opposer] Califon's exclusive |licensee for
VWHEEL OF FORTUNE gam ng machi ne products
since 1995, in 2001 in North Anerica al one,
sl ot machi nes generated over Thirty-one
Billion Dollars ($31, 000, 000,000.00) in
revenue for casino operators. Wthin that
share, WHEEL OF FORTUNE slots, with their
uni que and distinctive features and
mar k[ i ng] s, have become and still maintain
their place as the npbst successful
partici pation ganmes in history, creating
nore val ue than any other licensed brand in
this industry. Indeed, the WHEEL OF
FORTUNE® r eel sl ot machi ne was chosen #1
Best Progressive Reel Slot, Best Reel Sl ot
Thenme, Most I nnovative Reel Slot, Best Reel
Sl ot Bonus Round, and Best Reel Slot Sound
by sl ot machi ne players, according to the
first-ever "Best of Slots" Survey published
in Strictly Slots magazine in October 2001.

10
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The WHEEL OF FORTUNE® vi deo sl ot machi ne,

i ntroduced in 2000, received a #4 ranking

in the Favorite Video Slot category in the

2002 "Best of Slots" Survey.

(Ld. at 18.) Moreover, besides supporting the above
statenents, it is interesting to observe that an exhibit
acconpanyi ng M. Boone's declaration not only indicates that

"1 GT has begun ... releasing video slot versions of several
pop culture tel evision shows anong ot her new ganes,"” but also
notes that "[f]ourth place w nner \Weel of Fortune was
virtually a no-brainer fromthe start, considering the gane's
uni ver sal appeal, but in video format manages to introduce the
fill-in-the blank word ganme, which was by necessity |eft out
of the reel version." (Opposer's Ex. D.) It would appear,
therefore, that not only do the newest slot machines |icensed
by opposer utilize its "WHEEL OF FORTUNE" mark, but such video
machi nes even replicate the word puzzle format of opposer's
"WHEEL OF FORTUNE" tel evision ganme show.

M. Boone also testified with respect to opposer's
common law rights in its "WHEEL OF FORTUNE" mark with respect
to the use thereof by MDI Entertainment Inc. "as a brand of
licensed lottery product.” (lLd. at 99.) Specifically, he
decl ared that:

Li kewi se, WHEEL OF FORTUNE has been
anong the nost popul ar |icensed state
|ottery ganmes in North Anmerica in the past

several years, and is currently avail able
in Colorado, Florida, Indiana, Kansas,

11
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M ssouri, New Jersey, New York, Oregon,
Pennsyl vania, Virginia, Wsconsin, and
British Colunmbia. |In addition to the
regul ar cash prizes on scratch-off tickets,
purchasers have second opportunities to win
prizes including cash, travel, hotel stays,
and even contestant auditions for the WHEEL
OF FORTUNE® ganme show by tuning in to the
VWHEEL OF FORTUNE® gane show to see if his
or her lottery ticket nunber is read on the
air. Sales of WHEEL OF FORTUNE |l ottery
tickets brought in tens of mllions of
dollars to the econom es of the states
where they have been sol d.

(Ld.)
Opposer's "WHEEL OF FORTUNE gane show and |icensed
products have been extensively advertised and pronoted,” wth
"[millions of dollars" having been spent by opposer to
promote its "WHEEL OF FORTUNE" ganme show in the past five
years alone and its |licensing partners having "spent many
mllions of dollars nore in the sanme tinme period."” (lLd. at
110.) The primary nmeans of opposer's advertising, including
national advertisenents, is through the nedia of television,
newspaper and radio ads. |Its "WHEEL OF FORTUNE® ganme show and
i censed products al so have been the subject of w despread
medi a coverage, including nunmerous nmagazi ne and newspaper
articles, as well as television stories, comenting on the
success of the WHEEL OF FORTUNE® ent ertai nment property.”
(ILd. at T11.) M. Boone concluded that, as a result thereof,
"the term WHEEL OF FORTUNE has becone inextricably and

excl usively associated with [opposer] Califon's fanmous gane

12
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show and its |licensed products.” (lLd. at T12.) As an exanple
t hereof, he noted that, as shown by Opposer's Ex. 8, "a LEXI S®
NEXI S® Freestyle search of 'Weel, Fortune' found that all 50
of the retrieved stories referred to the WHEEL OF FORTUNE®
gane show or |icensed products.”

Finally, in addition to asserting that the
respective "marks of the parties are virtually identical in
sound, appearance, commercial inmpression and neani ng,

[i nasnmuch] as both parties' marks |link the concept of good or
bad 'fortune’ with the spin of a wheel,” M. Boone stated that
"sl ot machine ganmes and lottery-type ticket ganes ... are
traditional inpulse purchases.” (ld. at Y14 and 15.)
Because, in view thereof, "consuners will be unlikely to
exercise particular care in their buying decisions," he

i ndi cated the belief that "the mnor distinction in the
parties' marks thus will not avert confusion."” (ld. at Y15.)

The record contains no information about applicant
or how he intends to use the "WHEEL OF M SFORTUNE" mark in
connection with the goods for which registration thereof is
sought. Instead, the evidence offered by applicant which is

even arguably rel evant herein!® consists of information

18 As noted previously, applicant's notice of reliance also included
an excerpt froma printed publication and printouts of two website
pages in an attenpt to show, as argued in his brief, that opposer's
mark "for gam ng equi pnent and accessories cannot acquire

di stinctiveness or fanme inasnmuch as the words and phrase 'wheel of

13
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concerning five third-party registrations for the follow ng
mar ks and associ at ed goods or services, which applicant
presumably submtted in an attenpt to denonstrate the weakness
of opposer's "WHEEL OF FORTUNE" mark:?!" "Bl G WHEEL OF GOLD"
for "currency and/or credit operated slot nmachi nes and gani ng
devi ces, nanely, gam ng machi nes" (Reg. No. 2,533, 253, issued

on January 29, 2002); "WHEEL OF PHONI CS" for "computer gane

fortune' are [merely] descriptive or generic for a gam ng device
using a spinning wheel." It is pointed out, however, that a
contention that opposer's mark is nerely descriptive of any of the
goods or services set forth in its pleaded registrations constitutes
a collateral attack on the validity of such registrations which wll
not be entertained in the absence of a counterclaimfor cancellation
thereof. Trademark Rules 2.106(b)(2)(i) and (ii). Thus, as to his
nmere descriptiveness assertion, the additional evidence offered by
applicant is irrelevant. Mreover, as to those registrations pleaded
by opposer which were over five years old as of the commencenent of
each of these proceedings on February 2, 2000, such registrations
could not in any event be canceled on the ground of nere
descriptiveness. See Sections 14(1) and (3) of the Trademark Act, 15
U S.C. 881064(1) and (3). However, even if applicant's additiona

evi dence were to be given further consideration as to both his nere
descriptiveness assertions (in respect to those of opposer's

regi strations which were not over five years old at the start of

t hese proceedi ngs) and his genericness contentions, suffice it to say
that such evidence denonstrates only that the term "wheel of fortune"
desi gnates a casino "side gane" which is entirely different fromthe
cl ass of gam ng machi nes designated by the term "slot machines."

Thus, with the possible exception of opposer's "conputer game
programs,” applicant's additional evidence fails to establish that
the term "wheel of fortune" is generic for, or at |east nerely
descriptive of, any of the goods and services which are the subjects
of opposer's pleaded registrations, including its registration of the
"WHEEL OF FORTUNE" mark for sl ot machines.

7 Curiously, while applicant asserts in his brief that the rel evant
"factors which may be considered in resolving the issue of |ikelihood
of confusion” in this proceeding "include ... the nunber and nature
of simlar marks in use on simlar goods,"” no specific discussion of
such factor is set forth in applicant's brief.

14
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sof tware" (Reg. No. 2,582,534, issued on June 18, 2002 with a
di scl ai mer of "PHONI CS"); "WHEEL OF MADNESS" for "gam ng
products, nanely, gam ng wheels and gam ng tabl es" (Reg. No.
2,458,096, issued on June 5, 2001 with a disclainmer of
"WHEEL"); "WHEEL OF W SDOM' for "organi zing and conducting a
general know edge ganme that uses a game show format" (Reg. No.
2,013, 705, issued on Novenber 5, 1996); and "WHEEL OF GOLD"
for "pronotional ganme cards for use in supermarkets and ot her
stores” (Reg. No. 1,722,995, issued on October 6, 1992).

Upon consideration of the pertinent factors set
forth inlInre E. I. du Pont de Nenours & Co., 476 F.2d 1357,
177 USPQ 563, 567 (CCPA 1973), for determ ni ng whether there
is a likelihood of confusion herein, we find that confusion is
i kely inasmuch as such factors favor opposer in each

instance. |In particular, starting with the du Pont factor of

the fame of the prior mark, applicant concedes in his brief

t hat he "does not dispute that Opposer's ganme show bearing the
mark is popul ar”™ nor "does Applicant dispute that sl ot

machi nes bearing the mark have generated | arge ganbling
revenues."” Applicant argues, instead, that he "dispute[s] the
contention that the mark is fanmpbus and distinctive in at | east
the gam ng industry and particularly in regards to "electronic
gam ng machi nes' or 'disposable printed scratch-off and pul

tab tickets for playing ganmes of chance.

15
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The record herein, however, clearly establishes that
opposer's mark "WHEEL OF FORTUNE" is a fanous mark for its
"entertai nment services rendered through the nmedia of
tel evision, nanely, a television series ganme show, " and that
such fame extends to the use thereof on various coll ateral
products, including "slot machines.” Anpng ot her things,
opposer's "WHEEL OF FORTUNE" tel evision series ganme show, as
indicated earlier, is the highest-rated ganme show in the
hi story of Anerican television; it has been on the air for 28
seasons; it is watched by an estimated 36 mllion persons a
week in the United States; it is so successful that the show
has been renewed through the 2004/ 2005 broadcast season in
over 99% of the country, including all of the top 10 markets;
and it has received nom nations for 43 Enmy awards and won
five such awards.

Such virtually unparallel ed success, as al so noted
previously, has in turn led to many |icensing opportunities
for opposer with respect to the "WHEEL OF FORTUNE" mar Kk,
including in particular the use thereof in connection with
sl ot machines as well as state |lottery ganes. Retail sales of
opposer's licensed products, as noted above, involve mllions
of dollars annually and produce revenues unequal | ed by any
ot her gane show, opposer's slot machi nes, which have been

mar ket ed since 1996 and promnently feature the "WHEEL OF

16
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FORTUNE" mark, are in fact anong the npst successful of its

i censed products; such slot nmachi nes have achieved virtually
unprecedent ed market penetration since their introduction,
with the reel versions thereof becom ng the nost successful
partici pati on ganes and creating nore val ue than any ot her
licensed brand in the history of the industry, while the video
versi ons thereof, which appear to introduce the fill-in-the

bl ank word gane of opposer's television game show, have
simlarly managed to achieve a fourth place ranking in the

i ndustry. Likewi se, as previously nentioned, when |icensed
for use in connection with state lottery products, the mark
"WHEEL OF FORTUNE" has in recent years been anong the nost
popul ar of such ganes, bringing tens of mllions of dollars in
sales thereof to 11 states and awardi ng prizes which even

i nclude contestant auditions for opposer's "WHEEL OF FORTUNE"
gane show.

Consequently, given the tie-in of opposer's |icensed
products to its "WHEEL OF FORTUNE" tel evision game show, it is
plain that the fane of the latter extends to such fornmer
products as slot nmachines and lottery itenms, which are goods
enconmpassed by applicant's "el ectronic gam ng nmachi nes" and
"di sposabl e printed scratch-off, tear-off and pull tab tickets
for playing ganes of chance." Opposer's "WHEEL OF FORTUNE

gane show and |icensed products, as the record shows, have
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been extensively advertised and pronoted, with mllions of
dol | ars havi ng been spent by opposer to pronote its "WHEEL OF
FORTUNE" gane show in just the past five years and its
i censing partners having spent many mllions of dollars nore
in the sanme period. Further pronotion thereof has occurred as
the result of w despread nedia coverage, including nunmerous
magazi ne and newspaper articles, as well as tel evision
stories, with the result that "the term WHEEL OF FORTUNE has
become inextricably and exclusively associated with [opposer]
Califon's fanous ganme show and its |icensed products.” (Boone
dep. at 912.)

As noted by our principal review ng court in Kenner
Parker Toys Inc. v. Rose Art Industries Inc., 963 F.2d 350, 22
USPQ2d 1453, 1456 (Fed. Cir. 1992), cert. denied, 506 U S.
862, 113 S.Ct. 181 (1992), "the fifth duPont factor, fame of
the prior mark, plays a domnant role in cases featuring a
famobus or strong mark. Fanous or strong marks enjoy a w de
| atitude of |egal protection.” The Federal Circuit reiterated
these principles in Recot Inc. v. MC. Becton, 214 F.3d 1322,
54 USPQ2d 1894, 1897 (Fed. Cir. 2000), stating that "the fifth
DuPont factor, fanme of the prior mark, when present, plays a
‘dom nant' role in the process of bal ancing the DuPont

factors," citing, inter alia, Kenner Parker Toys, 22 USPQd at

1456, and reaffirnmed that "[f]amous marks thus enjoy a w de
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| atitude of |egal protection.” This factor, therefore, weighs
heavily in favor of opposer.

Turning next to consideration of the simlarity or
dissimlarity of the respective marks in their entireties as
t o appearance, sound, connotation and commerci al inpression,
we find that this du Pont factor favors opposer. Applicant
asserts that the inclusion of the syllable "MS" in his "WHEEL
OF M SFORTUNE" mark not only distinguishes such mark in sound
and appearance from opposer's "WHEEL OF FORTUNE" mark, but

"the connotation of '"m sfortune' is a direct opposite of
fortune,'" thereby further distinguishing the respective
mar ks. Applicant additionally maintains, although notably
wi t hout any reference to any evidentiary support in the
record, that his mark "nmay al so be understood by consumers to
represent an [sic] parody of Opposer's mark," thereby
decreasing any |ikelihood of confusion since, to be effective,
a parody nust call to m nd and hence distinguish the mark
bei ng parodied. "The contrary connotation of Applicant's mark
fostered by 'm sfortune,'" applicant insists in his brief,
"woul d not create confusion and would, in fact, distinguish
Applicant's mark fromthat of the Opposer.”

We concur with opposer, however, that the marks at

i ssue are substantially the sanme in their overall sound,

appearance, connotation and commercial inpression. Both
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mar ks, obviously, begin with the phrase "WHEEL OF" and end
with either the word "FORTUNE" or the word "M SFORTUNE." As
to the meaning of such words, we judicially notice, for

exanple, that in relevant part The Anerican Heritage

Dictionary of the English Language (4th ed. 2000) at 693

defines "fortune" as "la. The chance happening of fortunate or
adverse events; luck .... 3. ... A hypothetical, often
personified force or power that favorably or unfavorably
governs the events of one's life" and at 1124 |ists

"m sfortune” as "la. Bad fortune or ill luck. b. The
condition resulting frombad fortune or ill luck."*® It is
clear, therefore, that the term"fortune” can connote either
good fortune or luck, on the one hand, or "m sfortune,"” that
is, bad fortune or luck, on the other. Thus, and particularly
when, as here, such words are used as part of marks which are
i ndicative of an el enment of chance, it is apparent that the
mar ks at issue are also substantially the same in overal
connotation. In their entireties, the marks "WHEEL OF

FORTUNE" and "WHEEL OF M SFORTUNE" consequently engender a

8 1t is settled that the Board may properly take judicial notice of
dictionary definitions. See, e.g., Hancock v. American Steel & Wre
Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953);

Uni versity of Notre Dane du Lac v. J. C. Gournet Food Inports Co.
Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983); and Marcal Paper MIIls, Inc. v. American Can
Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).
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substantially identical comrercial inpression, especially when
used in connection with the same goods (slot nmachines and
el ectroni ¢ gam ng nmachi nes) and products comrercially rel ated
thereto (e.g., lottery gane tickets). Moreover, even if the
users of the parties' gam ng products were to view applicant's
"WHEEL OF M SFORTUNE" mark as neverthel ess a parody or other
pl ay on opposer's "WHEEL OF FORTUNE" mark, the overal
simlarities between the marks are so substantially the sanme
(for the reasons indicated above) that, if used in connection
with the same and/or closely rel ated goods and/or services,
confusion as to source or sponsorship would be likely to
occur. See, e.q., Colunbia Pictures Industries, Inc. v.
MIller, 211 USPQ 816, 820 (TTAB 1981) [mark "CLOTHES
ENCOUNTERS" for items of men's and wonen's clothing including
T-shirts held likely to cause confusion with mark " CLOSE
ENCOUNTERS OF THE THI RD KI ND' for T-shirts and perfume
i nasmuch as such nmarks "conjure up the same thing since one is
an obvious play on the other"”; "right of the public to use
words in the English | anguage in a hunorous and parodi ¢ manner
does not extend to use of such words as trademarks if such use
conflicts with the prior use and/or registration of the
substantially sanme mark by another"].

It appears, however, from applicant's introduction

of several third-party registrations for marks which share the
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formati ve phrase "WHEEL OF" that applicant is attenpting to
argue that opposer's "WHEEL OF FORTUNE" mark is nonethel ess a
weak mark in that consuners have beconme so accustoned to
encountering marks which begin with or include the formative
phrase "WHEEL OF" that they will ook to and distinguish such
mar ks by the differences therein. The problemw th such an
argument, however, is that it is well settled that third-party
regi strations are not evidence of what happens in the

mar ket pl ace or that the public is famliar with the use of the
subj ect marks. See, e.g., National Aeronautics & Space

Adm ni stration v. Record Chem cal Co., 185 USPQ 563, 567 (TTAB
1975). The reason therefor is that third-party registrations
sinply do not show that the marks which are the subjects

t hereof are actually being used, or that the extent of their
use is so great that customers have becone accustoned to
seeing the marks and hence have | earned to distinguish them
See, e.g., Smith Brothers Manufacturing Co. v. Stone

Manuf acturing Co., 476 F.2d 1004, 177 USPQ 462, 463 (CCPA
1973); and In re Hub Distributing, Inc., 218 USPQ 284, 285-86
(TTAB 1983). Consequently, the co-existence of the third-
party registrations with opposer's pleaded registrations does
not justify registration of a confusingly simlar mark by
applicant since, as indicated in AMF Inc. v. Anerican Leisure

Products, Inc., 474 F.2d 1403, 177 USPQ 268, 269 (CCPA 1973):
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[L]ittle weight is to be given such

registrations in evaluating whether there

is likelihood of confusion. The existence

of these registrations is not evidence of

what happens in the market place or that

custoners are famliar with them nor shoul d

the existence on the register of

confusingly simlar marks aid an applicant

to register another |ikely to cause

confusion, m stake or to deceive.

The du Pont factor of the nunmber and nature of simlar marks
in use on simlar goods thus favors opposer in view of the
absence of any evidence denonstrating that the marks which are
the subjects of the third-party registrations nmade of record
by applicant are actually in use.

The remaining du Pont factors which are pertinent
concern the simlarity or dissimlarity in the nature of the
respective goods and services, as identified in applicant's
applications and opposer's pl eaded registrations; the variety
of goods and services on which opposer's mark is used; the
simlarity or dissimlarity of established, likely to continue
channel s of trade for the goods and services at issue; and the
condi ti ons under which and buyers to whom sal es are made
(i.e., "inpulse"” rather than careful, sophisticated
purchasing). In particular, it is plain that as identified,
applicant's "el ectronic gam ng machi nes” enconpass, and hence

are legally identical in part to, opposer's "slot machines”

and that his "disposable printed scratch-off, tear-off and
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pull tab tickets for playing games of chance" are clearly
simlar, and thus related in a commercial sense, to opposer's
sl ot machi nes i nasnmuch as both constitute forns of ganbling
commonly avail able for play by ordinary consuners. Al so,
because of the particular facts in these consoli dated
proceedi ngs, applicant's goods are considered simlar in
nature to opposer's "entertainment services rendered through
the nedia of television, nanely, a television series ganme
show." The popularity of opposer's entertai nment services has
been so great that it has all owed opposer to expand, through
the licensing of its "WHEEL OF FORTUNE" mark, into the
offering of a variety of different goods, including the sane
ki nds of gam ng equi pmrent and products as those in connection
with which applicant intends to use his "WHEEL OF M SFORTUNE"
mar k, namely, slot machines and lottery game tickets. The
fact, noreover, that opposer uses or |licenses for use its
"WHEEL OF FORTUNE" mark on a variety of different goods and
services also favors a finding of |ikelihood of confusion.

In addition, it is clear that in light of their
identity in part, applicant's electronic gam ng nmachi nes and
opposer's slot machi nes would be sold in the sanme channel s of
trade to the sanme class of purchasers, specifically, those in
charge of buying gam ng equi pnent for casinos. Furthernore,

and contrary to opposer's assertions in its main and reply
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briefs, it is plain that the actual purchasers of applicant's
tickets for playing games of chance would, in the first
instance, be state lottery officials and that the actual
purchasers of opposer's television series gane show services
woul d be those in charge of progranmm ng for television
stations and cable television systens. Wile such classes of
persons clearly would constitute sophisticated and
di scrim nating purchasers, nonetheless it is still the case
that the ultimte consunmers of applicant's goods and opposer's
goods and services are nenbers of the general public. Such
consuners plainly are akin to ordinary purchasers and woul d
not, therefore, be expected to exercise a great deal of care
or deliberation in their selection of such comon fornms of
ent ertai nment as picking what slot or other electronic gani ng
machi nes to play; deciding whether to purchase tickets for
| otteries and other ganmes of chance; or choosi ng which
tel evision ganme shows to watch. Consequently, with respect to
at least the ultimte consumers or users of the parties' goods
and services, it is the case that this remaining pertinent du
Pont factor favors opposer

We accordingly agree with opposer that
cont enpor aneous use by applicant of his "WHEEL OF M SFORTUNE"
mark in connection with "electronic gam ng nmachi nes" and

"di sposabl e printed scratch-off, tear-off and pull tab tickets
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for playing ganes of chance" would be likely to cause
confusion with the use by opposer of its "WHEEL OF FORTUNE"
mark in connection with, inter alia, "slot machines" and
"entertai nment services rendered through the media of
tel evision, nanely, a television series gane show "

I n view of our holding that opposer is entitled to
the relief it seeks on the ground of priority of use and
i kel'i hood of confusion, we need not reach the remaining
ground of dilution. Cf. Anmerican Paging Inc. v. Anmerican
Mobi | phone Inc., 13 USPQd 2036, 2039 (TTAB 1989), aff'd in
op. not for pub., Anmerican Mbil phone Inc. v. Anerican Paging
Inc., 17 USPQd 1726, 1727 (Fed. Cir. 1990).

Deci sion: The opposition is sustained on the ground

of priority of use and |ikelihood of confusion.
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